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Remarks 

Introductory Comments 

Relying on the Preliminary Amendment Claims, of record, for fee calculation, 
three Claims have been added but more have been cancelled because of the movement 
of the subject matter of Claim 4 into Claims 1 ? 7 ? and 8. No fee is due. If the Office 
disagrees, it is authorized to charge Deposit Account No, 07-1077 for the amount. 

Applicant has amended Claims 1, 7, and 8 and added Claims 21-23. Support 
for the amendment to these Claims 1,7, 8, and 21-23 is found in Applicant's 
Specification at Page I, Lines 23-30; Page 3, Lines 18-20; Page 5, Lines 16-18. 



§112 Rejection of Multiple Dependent Claims 

Applicant reproduces an image of the Image File History in Public PAIR 
showing evidence of the Preliminary Amendment received and a second window 
showing that amendment removing multiple dependencies. That amendment removed 
multiple dependencies, which was the basis of this §112 rejection. Therefore, this 
rejection is moot. 
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§102(b)/103 Rejection Using Nakamura et aL 

The Office has rejected all Claims, except the coating claims 1 , as anticipated 
or unpatentable in view of U.S. Pat, No. 5,403,873. Applicant has amended his 
claims to clarify how his invention is not anticipated or rendered obvious. 

Claims 7, 13, 14, 17, 18, and 22 are novel and inventive because they (in the 
form of their predecessor Claim 7) were not rejected using Nakamura et aL 

Claims 1 -3 , 5, 6, 8, 1 9, 2 1 , and 23 are novel over Nakamura et aL because 
Nakamura et aL disclose particles of non-conductive polyvinyl chloride (PVC) or 
non-conductive polymethyl methacrylate (PMMA) having surfaces coated with 
inherently conductive polymers (ICP) or particles of very non-conductive polymers 
having surfaces coated with electrically conductive fine particles, such as graphite. 
See, e.g., CoL 1, Lines 58-65 etc. 

A$ m pmiu&t that- cum udhiem* mch m. object* tiis 
m%^m&m provide & frt&sfeol fbr mm m m. efaotriorfly 
os^tm^w mribiksA much comprising mmhcmiAK^mm 
Mgfe poljm&t pmM&lm iwmg. wnti&sm eoaiecf with, mm. 

five Mgh poiymst p®nMlm Mymg. smrimm mmmd with 
•filler of opaJmefiw; fee p&r&fe* and a. phs&samr com* 
pat&afe wMi fee ao^^oidbctive Ugh poller. 6t 

But Nakamura et al. never disclose or suggest: 

(a) uncoated ICP or uncoated graphite dispersed in the plastisol or 

(b) the use of both ICP and graphite dispersed in the plastisol. 
Applicant's Claims are novel over Nakamura et al, because, as amended, 

Applicant claims both ICP and graphite dispersed in the plastisol. 

Throughout Nakamura et aL are disclosures of the necessity of the ICP or the 
conductive filler to be coated on surfaces of the particles of the polymer. For the ICP, 
the method is to coat the particles with monomer and then polymerize in-situ. See, 
e.g., Col 2, Lines 56-66. 



1 Claim 7 in the International Stage becoming Claims 7, 13, 14, 17, and 1 8 of the Preliminary 
Amendment claims and new Claim 22 added in this response. 
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Mm assailable h a Melted, in- wMcfci &pg&va®aa? of the 
efeotJ»&% wmxkw^e, high pciyBteir fe fosmed m& 
■rfh^i to the m^S^m of the 1ta$e rata, parfcte^ Mid 
the feieltiBg groctaief: is tfeee subjected to praf tueat- 

m tmrnt. ¥^if^pM^jlmm4myim^ €$m be coated by Ms 
Medical A wate^goiiibla d.e&trically conductive high 
polymer mmb. m pol^oph^ hzvrng an alftyl adpho- 
nste r^Msia or polyaallkus: b&eoa&ed fey a. raegaod fa 
wMeii the palyiasr is added to aspaoiiiS dfepcaraio®. of' 

65 tte feise usiif p«idte and. the i^dting dispaesiCHi is 

The method used with electrically conductive filler particles is different but 

also emphasizes the necessity in the disclosure of Nakamura et al. to fix the 

electrically conductive material to the non-conductive polymer particles. See, e.g., 

Col 3, Lines 13-24. 

A - method- to fmm $bm electrically eondiii&lwe filter 
c&&tmglB> of the elec&k^y ««^toc«ive fine p mirtieles tm. 
tfee- surfeca^ of lite base resin psrticles can he a meiiad 15 
fa wMch the dectrieMly coadsctive fine f -Mtieles &&v«- 
itg mi&gh s&udler a parifcie ike '(p^feaMy -oii&^gjiith) 
■ than that of the tee r asm partfote ate pre TOowgiy mimd 
with the tea mia partMea amd then ftosd m. tfae Sm- 
f&cm fey shock m a Mgbr^pezd 'gas stream. It is afeo 20 
possible to- coat the decioicsdly; edfiductive fine partidks 
oa tfae swtfeofi^i of the teise resii pMtW^ by d^e^eis 
plating tr g&tmeai. 



When it comes time to teach Nakamura et ah what can be used as electrically 
conductive particles, Nakamura et ah never disclose or suggest that both ICP and 
graphite can be used together. 



MeaMwMe, em^pfes of the de&trfealy eraadiictite 
fisae parties -use! to form the fBfer coating® on. the S 
$&rfa,ce& of t&e -bssie reMe. parftefes are the efor«iiM. 
^Je^iiicall'y OMdnctlve hiatal polymer powdter^ a meml- 
lie powder a, pmpM^ powder, m t&acbau Wmk. powder,, 
m. oside eieotrfe&Ily wodizctsve powder and a pfatlmlo- 
cyamn^ powder. The dj^toc^IIf cx^u&fcive Mm p&ftih itt 
c9-e& axe pTOfemM j those lairing a. [^fiefe sfee which, m 
ooe-tasth- that of the tone rasim particles. 

The reason the list above does not include combinations is because Nakamura 

et aL are devoted to making surfaces of polymer particles conductive. The different 

methods of making conductive the non-conductive surfaces, identified above, would 

make it quite impractical to use both ICP and graphite on the surfaces. Therefore, a 
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PHOSITA would not be motivated to look to Nakamura et aL to make what 
Applicant's claim: a mixture of ICP and graphite dispersed in the plastisoL 

Applicant's Claims are patentable over Nakamura et al, because, as amended, 
Applicant claims both ICP and graphite dispersed in the plastisoL 

§102(b)/103 Rejection Using Kulkarni et aL 

The Office has rejected Claims 1, 2, 5-7 and 10 2 as anticipated or unpatentable 
in view of U.S. Pat. No. 5,217,649, The same amendments to the claims discussed 
above also clarify how Applicant's claimed invention is not anticipated or obvious. 

The movement of the subject matter of un-rejected Claim 4 into independent 
Claims 1, 7, and 8 make all pending claims novel and inventive over Kulkarni et aL 

Conclusion 

Applicant requests a Notice of Allowance for all pending claims, 



PolyOne Corporation 
33587 Walker Road 
Avon Lake, Ohio 44012 
Telephone: 440-930-3317 
Fax: 440-930-3830 
John.Hornickel@PolyOne.com 



Claim 10 was cancelled in the Preliminary Amendment. 



Respectfully submitted by: 





Registration No. 29,393 
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